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New York, NY 
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Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

PRE-APPEAL BRIEF 

Sir: 

The claims of the present application stand finally rejected as being either anticipated by 
U.S. Patent 5,657,381 to Hughes-Hartogs (claims 1-8 and 10-14) or obvious and unpatentable 
over Hughes-Hartogs in view of U.S. Patent 6,151,137 to Henrick (claim 9). It is submitted that 
the Examiner has made a fundamental error in interpreting the teachings of the primary Hughes- 
Hartogs reference. That reference neither teaches nor suggests significant aspects of the claims 
under rejection. 

The claims under rejection all recite a step of inserting at the location of the sender, into a 
transmission including an image format portion, data identifying the address of the intended 
recipient of the image format portion. The Examiner asserts that Hughes-Hartogs, at column 5, 
lines 9-14, disclose such a step. The reference, however, merely states that the recipient of the 
facsimile will be able to recognize the format used, as the sending system does an image 
conversion of the data to be sent into a conventional facsimile format. The referenced portion in 



no way is directed to identifying the address of the recipient. The claims also recite that message 
tracking data is inserted into the data transmission. The Examiner contends that such limitation is 
set forth at column 7, lines 2-8 of the reference. At that location, however, the reference talks, in 
the alternative, of having module 52 format an outgoing facsimile in a certain manner (without 
reciting what the format is) or to keep track of accounting information such as facsimile length, 
destination, etc. Such information, however, is kept at the location of the sender. There is again 
no disclosure whatsoever that such information is inserted into the data transmission itself. The 
statement that the outgoing transmission can be formatted in "a certain manner" does not teach 
the inclusion of message tracking data as specifically recited by the claims. 

Simply stated, the Hughes-Hartogs reference offers no teaching whatsoever that a data 
transmission having an image format portion (such as a facsimile transmission) is to include 
information, as part of the data transmission itself, either identifying the address of the intended 
recipient of the image format portion or message tracking data. In Hughes-Hartogs, any recipient 
and tracking data is retained and maintained at the sender and is not transmitted to the recipient 
within the data transmission. These arguments, with respect to independent claims 1 and 10 and 
thus by extension to all claims, were set forth in Applicant's Response filed April 2, 2007, pages 
304; the Examiner's Final Rejection repeated the Patent Office's position from an earlier Action 
and did not specifically address Applicant's arguments. 

As also recited in detail in the Response, page 4, third full paragraph, Hughes-Hartogs 
clearly also does not teach the insertion of message tracking data comprising at least one of 
accounting, audit and documentation data. Because there is no data insertion in the transmission, 
there certainly can be no insertion of particular data, as recited in either claim 2 or 14. Hughes- 
Hartogs, at column 7, lines 5-8 once again references information that is maintained at the point 



2 



of transmission, not incorporated into the data transmission itself. 

Claim 3, in addition to defining the message tracking data as accounting, audit or 
documentation data, recites a step of processing message tracking data by the intermediate point 
of presence facility. Again, as Hughes-Hartogs does not include such information in the data 
transmission, it is unable to be processed by a point of presence facility receiving the 
transmission. The Examiner contends that the reference at column 5, lines 15-27 defines a fax 
server 50 as a point of presence device. Yet the server 50, while providing accounting, date 
stamping, etc., is not disclosed as extracting any of such information from data in the received fax . 
Rather, it utilizes a three-digit address which is a three-digit portion of the telephone number 
associated with the sending fax machine. This is not information that is part of the data 
transmission. See Applicant's Response page 4, last paragraph. 

Rejected claim 4 requires the further step of stripping message-tracking data from the 
transmission before the data transmission is re-transmitted. Once again, as the data transmission 
in Hughes-Hartogs does not include tracking data, there is clearly neither teaching nor even 
suggestion in the reference of stripping such information from the transmission. Accounting 
information compiled by the fax server is not disclosed as being incorporated in a fax 
transmission, but is conventional information otherwise generated and collected. See Response 
page 5, first full paragraph. 

Claim 5 adds the limitation to the methodology of claim 1 that the data transmission data 
inserted identifies an address of the sender, and that a confirmation message to that address is 
sent by the point of presence facility after the data comprising the image portion has been re- 
transmitted to the recipient's address. While Hughes-Hartogs discloses sending a confirmation 
message, it offers no disclosure that the confirmation message is sent to the sender. Indeed, the 



Examiner in the Final Action repeated his statement from the prior Action that "the faxed 
document is emailed to the recipient", ( not the sender )! 

Claims 6 and 7 include further limitations (to claim 1 and claim 4, respectively) that the 
address of the recipient is an email address and the step of re-transmitting the data from the point 
of presence includes forwarding the data in the form of an email attachment to the recipient's 
email address. While Hughes-Hartogs discloses the further transmission of an incoming fax to a 
recipient by email, the address of the recipient is not inserted at the location of the sender. The 
reference states only that the fax number associated with particular computers can be the same 
as an email address for the computers. The email address is not embedded in the received 
transmission but is external thereto. 

Claim 12 adds to the requirements of independent claim 10 that the original transmission 
of the data from the sender to the point of presence facility is in the form of an email. Hughes- 
Hartogs does not disclose any methodology wherein a transmission from the sender to the point 
of presence facility is in the form of an email. The Examiner references column 5, lines 35-43 in 
support of his position of anticipation, but that disclosure relates to passing the facsimile received 
by the fax server (serving as a point of presence) to a recipient in the form of an email. The 
original transmission, received by the fax server, is in the form of a conventional facsimile 
document, which is subsequently converted to an email. The reference does not teach a 
methodology in which an outward-bound "facsimile" transmission from the sender to an 
intermediate point of presence facility is in the form of an email transmission. 

Claim 9, also dependent on claim 1 , is the only claim rejected as being unpatentable and 
obvious, over Hughes-Hartogs in view of Henrick. Applicant repeats its position with respect to 
claim 1, as Hughes-Hartogs clearly does not teach the claim 1 requirement of the insertion of 



address-identifying data into a data transmission itself. While Henrick teaches the generation and 



sending of a confirmation message to a sender, this teaching does not address the void left by 
Hughes-Hartogs. Henrick likewise does not teach or suggest the insertion of address-identifying 
data into the data transmission itself. The Henrick reference utilizes conventional dialing 
information, external to the data transmission which is associated with a fax telephone call to 
capture the telephone number of the sending party and send a confirming message back to that 
telephone number. 



The Examiner has misinterpreted and improperly expanded the teachings of the Hughes- 
Hartogs reference to justify its use as an anticipatory reference against the present invention. As 
demonstrated herein, Hughes-Hartogs does not teach (or even suggest) significant aspects of the 
invention as claimed and accordingly cannot serve as an anticipatory reference. This clear error 
in fact renders the rejections improper; all present claims of the application are allowable over the 
references cited. 
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